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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 22-45 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

2. Claim 22 is objected to because of the following informalities: It appears "meets" 
on line 12 of claim 22 should be deleted. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. Claims 22-37 and 39-45 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter, which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

The recitation of the limitation " wherein said request for specific service is 
received from the network side" in claims 22, 39 and 44 lacks adequate support in 
applicants' specification as is not clear and adequately disclosed what constitute "the 
network side". Applicant's specification on page 19, lines 11-19, states "a service 
request from outside the radio access network in which the mobile station MS is located 
....", however, this does not adequately meets what constitute " specific service is 
received from the network side" as claimed. 
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4. Claims 39-43 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is not clear as to what "said device" as recited on line 5 of claim 39 have prior 
antecedent basis as it is not clear if said device refers to "a network interworking device" 
or "a radio transceiver device" and this makes the claim indefinite. 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 22-30, 32, 33-37, 39, 40, 41 and 42 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Tayloe et al. (5,826,188) in view of Wong (5,408,419). 

Regarding claims 22 and 39 Tayloe discloses a method and a network 
interworking device for interworking between different radio access networks, 
comprising: a radio transceiver device (multi-mode SU 800) capable of operating with a 
first radio access network GSM in the 900 MHz frequency range) and a second radio 
access network TDMA in the 1 900 MHz frequency range) - (see col. 11, line 66 to col. 
12, line 34), and is attached to the first network (feature of old GW desiring an inter- 
network handoff, step 302), the method comprising: detecting a service request, 
wherein the service request is received from the network side (see col. 6, lines 30-48), 
accessing information on conditions for the first and second radio access networks for 
giving sufficient support for a service requested by the service request by analyzing 
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whether or not the first radio access network and the second radio access network 
meet the conditions (see col. 6, lines 49-66, col. 7, line 44 to col. 8, line 19), and 
initiating a handover of the radio transceiver device from the first radio access network 
to the second radio access network if the second radio access network meets the 
conditions but the first radio access network does not (see col. 8, lines 20-50). See 
Figs. 3 and 6. Tayloe fails to explicitly teach wherein ab specific service is requested. 

Wong discloses a system that allows for the efficient transmission of data to 
and from cellular telephone exchanges through exchange of functional capabilities 
between the telephone exchanges, which would facilitate the provision of services when 
one exchange makes a request for specific service (see col. 8, lines 9-32). 

It would therefore have been obvious to one of ordinary skill in the art to 
combine Wong's specific service request based on functional capabilities with Tayloe's 
system in order to avoid wasting communication resources as taught by Wong. 

Regarding claims 23 and 24, Tayloe further discloses wherein the conditions 
comprise a condition whether the requested service exists in the radio access network, 
wherein the conditions depend on each other (see col. 8, lines 20-28). 

Regarding claim 25, Tayloe further discloses wherein one of the conditions for 
the first radio access network is a given amount lower than the corresponding condition 
for the second radio access network (see col. 6, lines 30-48). 

Regarding claims 26 and 40, Tayloe further discloses wherein the method is 
performed in the radio transceiver device (see col. 6, lines 10-29). 
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Regarding claims 27 and 41, Tayloe further discloses wherein the method is 
performed in a network control device (see col. 6, lines 30-48). 

Regarding claim 28, Tayloe further discloses the step of informing the radio 
transceiver device of the fact that a handover to the second radio access network is to 
be initiated (see col. 8, lines 35-40). 

Regarding claim 29, Tayloe further discloses the radio transceiver device is a 
dual mode phone, which is adapted to be operated in the first radio access network and 
the second radio access network (see col. 7, lines 16-25). 

Regarding claim 30, Tayloe further discloses wherein either the first or the 
second radio access network is a GSM network second (see col. 7, lines 8-25). 

Regarding 32, Tayloe further discloses the capability of handing off between 
networks having differing air standards such as CDMA, TDMA and GSM modulation 
schemes (see col. 3, lines 49-67, col. 7, lines 9-25), that communications can be carried 
with conventional telephone and other communications devices such as RF telephones 
and pagers (see col. 4, lines 58-65), suggesting circuit -switched services capability as 
specific service request. 

Regarding claim 33, the combination of Tayloe, and Wong further teach as 
taught by Wong wherein the requested specific service is a packet service (see col. 4, 
lines 20-28). 

Regarding claims 34 and 35 Tayloe further discloses wherein an error 
procedure is initiated, when it is detected in the analyzing step that the requested 
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specific service is not available in any of the networks and wherein the error procedure 
is a notification of the user (see col. 8, lines 20-28). 

Regarding claims 36 and 37 Tayloe further discloses wherein the radio 
transceiver device is attached to the first radio access network such that it is located in 
a cell of the first radio access network by air with the first radio access network and the 
radio transceiver is also located in the cell of the second radio access network (see col. 

3, line 55 to col. 4, line 22). 

Regarding claim 42, Tayloe further discloses wherein the analyzing means is 
connected to a database for obtaining information regarding the conditions of the 
requested service (see col. 7, lines 26-43, col. 11, lines 16-25). 

Claim 44, which recites a computer program embodied on a computer 
readable medium, that controls interworking between different radio access networks is 
rejected for the same reasons as set forth in the rejection of claims 22 and 39 above. 

4. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tayloe et al and Wong as applied to claim 22 above, and further in view of Popovic 
(6,393,047). 

Regarding claim 31 , Tayloe further discloses the capability of handing off 
between networks having differing air standards such as CDMA, TDMA and GSM 
modulation schemes (see col. 3, lines 49-67, col. 7, lines 9-25) that communications 
can be carried with conventional telephone and other communications devices such as 
RF telephones and pagers (see col. 4, lines 58-65), suggesting circuit-switched services 
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capability, but the combination of Tayloe and Wong fail to specifically teach wherein 
either the second or the first radio access network is a UMTS network. 

Popovic discloses a communication system in the context of a universal mobile 
telecommunications system (UMTS), which is capable of both circuit-switched services 
and packet-switched services over a radio access network wherein the radio access 
network is WCDMA system in which individual radio channels are allocated using 
CDMA spreading codes with WCDMA providing wide bandwidth for multimedia services 
and other high rate demands as well as (see col. 4, lines 32-67). 

It would therefore have been obvious to one of ordinary skill in the art to 
implement system of Tayloe and Wong including handing off calls between different 
radiotelephone networks whereby one of the networks is a UMTS network capable of 
providing both circuit-switched and packet-switched services such as multimedia and 
other high rate demands as taught by Popovic. 

7. Claims 43 and 45 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Tayloe et al. (5,826,188) in view of Wong (5,408,419) and further in view of 
Chambers (6,256,497). 

Tayloe as modified by Wong fail to explicitly teach wherein the analyzing means 
is configured to analyze whether a subscriber using the radio transceiver is entitled to 
use the requested service. 

In an analogous field of endeavor, Chambers discloses a mobile telephone 
which is configured for dual-mode communication using an apparatus for interworking 
between first and second telecommunication networks, in which the first network 



Application/Control Number: 09/91 1 ,21 9 Page 8 

Art Unit: 2617 

provides a first telecommunication service and the second network provides a second 
telecommunications service (see col. 2, lines 41-51). According to Chambers in 
response to a request, means are provided for determining from interworking data 
whether particular subscribers are permitted to use the second service provided by the 
second network (see col, 3, lines 4-14 and col. 9, lines 45-67). Chambers teaches that 
having access to different networks such as a satellite network allows subscribers such 
as roaming subscribers who move beyond coverage areas of their home PLMN to make 
use of unique services provided by the satellite network (see col. 2, lines 12-39). 

It would therefore have been obvious to one of ordinary skill in the art to 
provide the interworking between different networks to provide services to subscribers 
of Chambers to Tayloe as modified by Wong in order to provide optional wide range 
services to subscribers irrespective of location. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles N. Appiah whose telephone number is 571 272- 
7904. The examiner can normally be reached on M-F 7:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on 571 272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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